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DETAILED ACTION 
Claim Objections 

1 . Claims 1-2 and 6 are objected to because of the following informality: The term 
"alkyl (metha)acrylate" in claims 1 (line 12) and 2 (line 32) should read "alkyl 
(meth)acrylate". The term "... obtained and/or obtainable..." should read 
obtained....". Appropriate correction is required. 

2. Claim 1 recites pH 5 of about 6.5 to about 9." It is not clear as to what 
range is being claimed. Please make appropriate correction to clarify the range 
being claimed. 

3. Claims 1 and 2 are objected to because of improper grouping of Markush 
elements. Claims 1 (line 19) and 2 (line 3) recite "...selected from N-vinyl 
pyrrolidine...; and/or mixtures..." and should read "...selected from N-vinyl 
pyrrolidine...; or mixtures...". See MPEP 2173.05(h). 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 1 recites "... an effective 
amount...." (lines 6, 8 and 20). The term "effective amount" is not defined by 
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the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably 
appraised of the scope of the invention. Claims 2-6 are dependent on 
independent claim 1. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mallya et al (US 6, 489, 387 B2) in view of Gerst et al (US 6, 254, 985 B1). 

Mallya et al disclose a water whitening-resistant pressure sensitive 
adhesives and is formed by copolymerizing a monomer mixture comprising at 
least one alkyl acrylate ester of an alcohol containing at least four carbon atoms, 
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at least one polar comonomer and at least one partially water soluble 
comonomer (abstract). Alkyl acrylate esters serve to control T g of the formed 
polymer and butyl acrylate is a preferred monomer (column 6, lines 31-43) which 
reads on the hydrophobic monomer of claim 2. A partially water soluble 
comonomer includes methyl acrylate, ethyl acrylate, methyl methacrylate and the 
content is preferably above about 7% to about 25% by weight (column 6, lines 
49-56) and reads on partially hydrophobic monomer of claim 2. In addition to 
partially water soluble comonomer, a highly polar monomer is required in the 
range of from about 1 to about 10% by weight. Acrylic acid and a mixture of 
acrylic and methacrylic acid are preferred (column 6, lines 61-67) and read on 
the hydrophilic monomer of claim 2. Other monomers such as styrene may be 
used to modify the T g (column 7, lines 30-32). Conventional water soluble free 
radical initiators can be used for polymerization (column 8, lines 35-36). The 
surfactants employed during polymerization are important in stabilizing the 
particles during polymerization and in storage (column 5, lines 40-42). 
Functional anionic surfactants include salts of sulfated nonyl and octyl phenoxy 
poly(ethyleneoxy) ethanols (column 5, lines 58-61) and reads on the surfactant of 
claim 2. 

The PSA's of present invention may be employed as adhesives which as 
part of a label construction have a "no label look". The "no label look" is a printed 
label which on application to a container, substrate or the like gives the 
appearance of direct printing (column 2, lines 53-58). In addition to providing a 
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no label look to transparent and clear face stocks where the resistance of 
adhesives to whitening of water makes the adhesive uniquely useful for label 
applications (column 3, lines 33-36). 

The prior art of Mallya et al is silent with respect to the amount of styrene 
in the monomer mixture. 

However, Gerst et al teach pressure sensitive adhesives comprising alkyl 
acrylates and 5 to 30% by weight of monomer b (abstract). Monomers (b) 
comprise monomers which contain no functional group other than the 
ethylenically unsaturated group and have a glass transition temperature above 
0°C (column 2, lines 20-26). Preferred monomers (b) are methyl methacrylate 
and styrene (column 2, lines 55-56). It is preferable that T g of the polymer is from 
-60°C to +10°C (column 3, lines 18-19). Therefore, it would have been obvious 
to one skilled in the art at the time invention was made to use styrene in an 
amount of upto 30% by weight because Mallya et al contemplates adding 
monomers such as styrene to adjust T g and Gerst et al have proven successfully 
the addition of monomer such as styrene in an amount of 5 to 30% by weight to 
yield a polymer with T g preferably between -60°C to +10°C and one of ordinary 
skill in the art would expect styrene in an amount of between 5 to 30% in the pre- 
emulsion to yield a polymer with a desirable glass transition temperature, 
motivated by expectation of success. 

Claim 2 is written in a product-by-process form and claims 3-6 are 
dependent on claim 2. Even though product-by-process claims are limited by 
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and defined by the process, determination of patentability is based on the 
product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." See In re Thorpe, 111 F.2d 695, 
698, 227 USPQ 964, 966 (Fed. Cir. 1985) and In re Marosi, 710 F.2d 798, 802, 
218 USPQ 289, 292 (Fed. Cir. 1983). 

9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mallya et 
al (US 6, 489, 387 B2) in view of Gerst et al (US 6, 254, 985 B1) and Phan et al 
(US 6, 096, 824). 

Mallya et al disclose a process (see example 1) where in the pre-emulsion 
feed soap solution is made by dissolving surfactant in water. A monomer mix 
was made of 2-ethyl hexyl acrylate, n-butyl acrylate, methyl acrylate and acrylic 
acid. An aqueous feed solution was prepared by dissolving potassium persulfate 
in de-ionized water. A kick off solution was prepared by dissolving 0.75 g of 
potassium persulfate in de-ionized water. The monomer mix was added to the 
pre-emulsion with mixing. To the reactor charge was added the kickoff initiator 
solution. Ten minutes after the addition of pre-emulsion feed was started, 
aqueous feed was added. The latex was neutralized with a dilute ammonium 
hydroxide solution to a pH of 7.9. The functional anionic surfactants include 
copolymerizable surfactants (column 5, line 65-66). Other monomers such as 
styrene may be used to modify the T g (column 7, lines 30-32). 
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The prior art of Mallya et al is silent with respect to the amount of styrene 
in the monomer mixture,. differs in the order in which components are mixed 
together and in the type of surfactant. 

However, Gerst et al teach pressure sensitive adhesives comprising alkyl 
acrylates and 5 to 30% by weight of monomer b (abstract). Monomers (b) 
comprise monomers which contain no functional group other than the 
ethylenically unsaturated group and have a glass transition temperature above 
0°C (column 2, lines 20-26). Preferred monomers (b) are methyl methacrylate 
and styrene (column 2, lines 55-56). It is preferable that T g of the polymer is from 
-60°C to +10°C (column 3, lines 18-19). Therefore, it would have been obvious 
to one skilled in the art at the time invention was made to use styrene in an 
amount of upto 30% by weight because Mallya et al contemplates adding 
monomers such as styrene to adjust T g and Gerst et al have proven successfully 
the addition of monomer such as styrene in an amount of 5 to 30% by weight to 
yield a polymer with T g preferably between -60°C to +10°C and one of ordinary 
skill in the art would expect styrene in an amount of between 5 to 30% in the pre- 
emulsion to yield a polymer with a desirable glass transition temperature, 
motivated by expectation of success. 

As to the polymerizable surfactant having terminal allyl amine moiety, 
Phan et al teach emulsion polymer comprising water-soluble or water-dispersible 
polymerizable surfactant having a terminal allyl amine moiety. Phan et al also 
teach that conventional surfactants are used to control latex particle size, 
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stabilize the latexes at high solids content and are physically adsorbed onto the 
surface of particles. Under high shear or under a few cycles of freeze thaw tests 
such surfactants can be desorbed and result in the loss of stabilizing properties. 
Therefore, it would have been obvious to one skilled in the art at the time 
invention was made to use a polymerizable surfactant having terminal allyl amine 
moiety because Mallya et al contemplate using copolymerizable surfactants and 
Phan et al have proven successfully emulsion polymerization of ethylenically 
unsaturated monomers with copolymerizable surfactants having terminal allyl 
amine moiety and one of ordinary skill in the art would expect a polymerizable 
surfactant having terminal ally amine moiety to work for the emulsion 
polymerization of per-emulsion of Mallya et al in view of Gerst, motivated by 
success. 

As to the order of combining various components, the composition is 
substantially similar to that of the prior art though the sequence of mixing 
components differs. Therefore, it would have been obvious to one skilled in art at 
the time invention was made to alter the sequence and essentially arrive at the 
instant claim, absent evidence of unexpected results. See In re Burhans, 154 
F.2d 690, 69 USPQ 330 (CCPA 1 946) (selection of any order of performing 
process steps is prima facie obvious in the absence of new or unexpected 
results); In re Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930) (Selection of any 
order of mixing ingredients is prima facie obvious.). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Karuna P. Reddy whose telephone number is 
(571)272-6566. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Wu can be reached on (571) 272-1 1 14. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



Karuna P Reddy 
Examiner 
Art Unit 1713 
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